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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication^) filed on 18 June 2004 . 
2a)M This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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5) Q Claim(s) 34-37 and 81-106 is/are allowed. 

6) |3 Claim(s) 1. 3-5. 7-25. 27-33. 38-49. 51-53. 55-75. 77-80. and 107-162 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 .D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 107-162 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The limitation "commercial stock feed" in lines 3 of claims 107 and 121 was not 
described in the specification at the time the application was filed. 

The limitation "unfiltered feed coal tar pitch" in lines 3 of claims 135 and 149 was not 
described in the specification at the time the application was filed. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claims 1-3, 5-7, 13 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Boenigk et al. (5,262,043). 

Boenigk discloses a process for preparing a softening coal tar pitch by feeding a coal tar 
pitch into an evaporative distillation zone at a temperature in the range of from 300-380° C and 
at a pressure below 1 mbar (.75 torr). The coal tar product contains about 3.8 % of mesophase 
content and content less than 50 ppm of benzo[a]pyrene (e.g. 20 ppm). It is noted that Boenigk 
does not specifically disclose that the output coal tar pitch has a softening point in the range of 
140-180° C. However, the Boenigk process is similar to the claimed process in terms of 
feedstock and operating conditions. It would be expected that the Boenigk process would 
produce an output having a softening point as claimed. (See abstract; col 1, line 56 through col. 
3, line 63) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 3-5, 7-9, 12-15, 18, 19, 49, 51-57, 60-63, and 66-69 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Hanks et al. (5,429,739). 

Hanks discloses a process for preparing a high softening coal tar pitch by feeding a pitch, 
which can be a mixture of a coal tar pitch and a petroleum pitch, into an evaporative distillation 
zone at a temperature in the range of from 600-800° F (3 1 5-454° C) and at a pressure of from 50 
to 1,000 micros of Hg. The coal tar pitch product contains less than 1 % of mesophase content 
and a softening point of 275° F (135° C). The evaporative distillation apparatus (WFE) has layers 
of thickness in the range of from 0.01 to . 1 inches (.25-25 mm). Since the output rate is at least 7 
lb/hr/ft 2 , it would be expected that the feeding rate would be greater than 7 lb/hr/ft 2 . It is noted 
that Hanks does not specifically disclose that the output hydrocarbon mixture pitch has a B(a)P 
Equivalent less than or equal to 500 ppm. However, the Hanks process is similar to the claimed 
process in terms of feedstock and operating conditions. It would be expected that the Hanks 
process would produce an output pitch having the claimed B(a)P. (See abstract; col. 1, lines 38- 
54; col. 2, line 58 through col. 6, line 41; col. 5, lines 58-60; claims 8, 11, and 12) 
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Hanks does not disclose that the feed rate of coal tar pitch is in the range of 10-100 or 35- 
50 pounds/square area/hour. However, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to have modified Hanks by operating the process at 
the claimed rate because Hanks discloses that the output rate is greater than 7. Therefore, one of 
skill in the art would operating the process of Boenigk at any rate which is greater than 7 
including 35. 

Hanks does not disclose that the output coal tar pitch has a softening point in the range of 
140 tol80° C. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process by having a coal tar pitch having a softening 
point in the range of 140 to 180° C because Hanks discloses that the coal tar pitch feed has a 
softening point of from 240 to 275° F (1 15-135° C) and the output coal tar pitch has an increase 
in a softening point of 2-40° F compared to the coal tar pitch (See col. 5, line 66 though col. 6, 
line 2). Therefore, it is within the level of one of skill in the art to produce a pitch having the 
claimed softening point. 

Claims 10, 11, 16, 17, 58, 59, 64, 65, 121-162, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Hanks et al. (5,429,739) in view of Romey et al. (5,128,021) 

Hanks does not disclose that the residence time of the feed coal tar pitch in the distillation 
zone is in the range of 1-60 seconds or 5-30 seconds. 

Romey discloses an evaporative distillation process wherein the contacting time is less 
than 1 minute. (See col. 4, lines 13-14) 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Hanks by having a residence time of 5-30 
seconds because the average contacting time of less than 1 minute is known by Romey to be 
effective in the evaporative distillation process. Therefore, one of skill in the art would operate 
the Hanks process at any time less than 1 minute including 30 seconds. 

Hanks does not disclose that the coal tar pitch feedstock is an unfiltered feed. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Hanks by using an unfiltered feed because, 
in the Hanks process, it is optional to use a filtered feed. 

Claims 20-25, 27, 28, 70-75, 77-80 are rejected under 35 U.S.C 103(a) as being 
unpatentable over Hanks et al. (5,429,739) in view of Kuechler et al. (5,360,848) 

Hanks does not disclose that the output pitch is mixed with a plasticizer. 

Kuechler discloses a method of making elastic by mixing a pitch with a plasticizer. (see 
col. 1, lines 15-20). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified to the process of Hanks by combining the output pitch with 
a plasticizer as taught by Kuechler because such combining would produce an elastic. 

Hanks and Kuechler do not disclose that that plasticizer comprises coal tar and petroleum 
oil wherein the petroleum oil constitutes 30-60 % of the mixture. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Hanks by using a plasticizer as claimed 
because it is known that a plasticizer can be a mixture of coal tar and petroleum oil. Therefore, 
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one of skill in the art would use any plasticizer including the claimed plasticizer because any 
plasticizer would be effective to produce elastic when combining the plasticizer with coal tar 
pitch. 

Claims 4, 8, 14, 15, 49, 51-53, 55-57, 61-63 and 67 are rejected under 35 U.S.C 103(a) 
as being unpatentable over Boenigk et al. (5,262,043). 

Boenigk does not disclose that the feed coal tar pitch (which is a hydrocarbon mixture) 
has a softening point in the range of 1 10 to 140° C. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have modified the process 
of Boenigk by using the claimed feed because one of skill in the art would operate the process of 
Boenigk by using a coal tar pitch having any softening point including the claimed softening 
point and it would be expected that the results would be the same or similar when using the 
claimed feed because of the similarities between the claimed process and the Boenigk process. 

Boenigk does not disclose that the feed rate of coal tar pitch is in the range of 10-100 or 
35-50 pounds/square area/hour. However, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have modified Boenigk by operating the 
process at the claimed rate because one of skill in the art would operate the process of Boenigk at 
any rate which is effective to produce a soft pitch. Therefore, it would be expected that the 
results would be similar when using the claimed rate in the process of Boenigk. 

Claims 12, 18, 60, and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boenigk et al. (5,262,043) in view of admitted prior art 

Boenigk does not specifically disclose that the film has a minimum thickness of 1 
millimeter. However, the present specification indicates that any known WFE apparatus can be 
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used in the process (see pages 9-10). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have modified the process of 
Boenigk by using a film having the claimed thickness because such thickness is known in the art 
and is effective in the evaporative distillation process. 

Claims 20-25, 27, 28, 70-75, and 77-80 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boenigk et al. (5,262,043) in view of Kuechler et al. (5,360,848) 

Boenigk does not disclose that the output pitch is mixed with a plasticizer. 

Kuechler discloses a method of making elastic by mixing a pitch with a plasticizer. (see 
col. 1, lines 15-20). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified to the process of Boenigk by combining the output pitch 
with a plasticizer as taught by Kuechler because such combining would produce an elastic. 

Boenigk and Kuechler do not disclose that that plasticizer comprises coal tar and 
petroleum oil wherein the petroleum oil constitutes 30-60 % of the mixture. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Boenigk by using a plasticizer as claimed 
because it is known that a plasticizer can be a mixture of coal tar and petroleum oil. Therefore, 
one of skill in the art would use any plasticizer including the claimed plasticizer because any 
plasticizer would affect to produce elastic when combining the plasticizer with coal tar pitch. 

Claims 68 and 69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boenigk et al. (5,262,043) in view of McHenry et al. (5,746,906) 



Application/Control Number: 09/853,372 Page 9 

Art Unit: 1764 

Boenigk does not disclose that the coal tar pitch is a mixture comprising petroleum pitch 
and at least 50% coal tar pitch. 

McHenry disclose a pitch comprising 90% of coal tar pitch and 10% of petroleum pitch. 
(See col. 2, lines 2, lines 20-30) 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Boenigk by using a blend pitch as taught by 
McHenry because the blend pitch is effective to use in aluminum anode production. 

Allowable Subject Matter 

Claims 29-33 and 38-48 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S. C. 112, second paragraph, set forth in this Office action. 
Claims 34-37 and 81-106 are allowed. 

Response to Arguments 

Regarding claims 1, 3, 4, 5, 7, 13 and 19, the argument that the process of Boenigk is 
different from applicants' process because the disclosed residence times of Boenigk of between 2 
and 10 minutes is significantly higher than 1-60 seconds residence time disclosed by applicants 
is not persuasive. The limitation "1-60 seconds" is not claimed in claims 1, 3, 4, 5, 7, 13 and 19. 
Since the claimed process and the Boenigk process are essentially the same, it would be expected 
that the output pitch would have characteristics as claimed. 

The argument that Hanks does not teach that the output coal tar pitch has a softening 
point of from 140 to 180° C is not persuasive because Hanks teaches that the output coal tar pitch 
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has an increase in a softening point of 2-40° F compared to the coal tar pitch feed which has a 
softening point of from 240 to 275° F (115-135° C). Therefore, it is within the level of one of 
skill in the art to produce a pitch having the claimed softening point. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tarn M. Nguyen whose telephone number is (571) 272-1452. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Tarn M. Nguyen 
Examiner 
Art Unit 1764 




Primary Examiner 



